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DETAILED ACTION 

Ex parte prosecution is resumed. Claims 1, 2, 5, 6 are pending and being examined. 
New Formal Matters . Objections . and/or Rejections : 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 


Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 


(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 


The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 


Claim 5 is rejected under 35 U.S.C. 102(e) as being anticipated by U. S. Patent No. 
7,094,564 (‘564 patent) in view of U. S. Patent No. 7,078,493 (‘493 patent). 

This rejection is based on an effective filing date of 03/15/1995 for the ‘564 patent. 
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A 35 U.S.C. 102 rejection over multiple references has been held to be proper when the 
extra references are cited to: 

(A) Prove the primary reference contains an “enabled disclosure;” 

(B) Explain the meaning of a term used in the primary reference; or 

(C) Show that a characteristic not disclosed in the reference is inherent. 

The ‘564 patent discloses a polypeptide having the amino acid sequence SEQ ID NO: 2 
or having the amino acid sequence encoded by the cDNA in ATCC Deposit No. 75899 (column 
3, last full paragraph; column 6, full paragraph 3). The polypeptide is preferably provided in an 
isolated form (column 7, full paragraph 1). 

The amino acid sequence of the ‘564 patent’s SEQ ID NO: 2 or the amino acid sequence 
encoded by the cDNA in ATCC Deposit No. 75899 is identical to the amino acid sequence of the 
present application’s SEQ ID NO: 3, as indicated below (Qy = SEQ ID NO: 3): 


Query Match 100.0%; 

Best Local Similarity 100.0%; 


Score 2200; DB 1; 
Pred. No. 7.2e-184; 


Matches 401; Conservative 


0; Mismatches 


0; 


Length 401; 
Indels 0; 


Gaps 


0? 


Qy 

1 

Db 

1 

Qy 

61 

Db 

61 

Qy 

121 

Db 

121 

Qy 

181 

Db 

181 

Qy 

241 

Db 

241 

Qy 

301 

Db 

301 


MNKLLCCALVFLDISIKWTTQETFPPKYLHYDEETSHQLLCDKCPPGTYLKQHCTAKWKT 60 

1 1 1 1 II II 1 1 1 1 1 1 II 1 1 1 II 1 1 1 1 1 1 II 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 ll 

MNKLLCCALVFLDISIKWTTQETFPPKYLHYDEETSHQLLCDKCPPGTYLKQHCTAKWKT 60 


I I II II I I I II I I I I I II I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I II I I I 


I I II I I I I I I I I I I I I I I II I I I I I I I I II I I I I I I I I I I II | I | | | | || | | | | | | | | | | 


I I II II I I I I I I I I I I I I I I I I I I I I I I I I | | | || | | | | | | | | | | | | | | | | | | | | | | | | | 


I I I I I I I I I I II I I I I I I I I I I I I I I I I I I I I I I I I II I I I I I I I 


llllllllll 


1 1 1 1 1 1 1 1 1 1 1 1 IMIII I II I IMIM II I MINI INI IIIM II I III 1 1 II I II I 
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40 


Qy 361 VTQSLKKTIRFLHSFTMYKLYQKLFLEMIGNQVQSVKISCL 401 

lllllllllllllllllllllllllllllllllllllllll 

Db 361 VTQSLKKTIRFLHSFTMYKLYQKLFLEMIGNQVQSVKISCL 401 

The cDNA in ATCC Deposit No. 75899 contains an open reading frame encoding a 
polypeptide of 401 amino acid residues (SEQ ID NO: 2), as evidenced by the ‘493 patent 
(column 3, full paragraph 2). The ‘493 patent’s SEQ ID NO: 2 is also identical to SEQ ID NO: 3 
of the present application, as indicated below: 


Query Match 

Best Local Similarity 


100.0%; Score 2200; DB 20; Length 401; 
100.0%; Pred. No. 7.2e-184; 


Matches 401; Conservative 


0; Mismatches 


Qy 

1 

Db 

1 

Qy 

61 

Db 

61 

Qy 

121 

Db 

121 

Qy 

181 

Db 

181 

Qy 

241 

Db 

241 

Qy 

301 

Db 

301 

Qy 

361 

Db 

361 


1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 ! 1 1 


0; Indels 0; Gaps 

:dkcppgtylkqhctakwkt 60 
II INI II I III II I Ml 1 1 


0 ; 


II 1 1 II 1 1 1 1 1 1 1 1 1 1 1 1 1 II 1 1 1 1 1 II 1 1 1 1 1 1 1 II 1 1 1 1 1 1 1 1 II 1 1 II 1 1 1 1 1 1 1 


HRSCPPGFGWQAGTPERNTVCKRCPDGFFSNETSSKAPCRKHTNCSVFGLLLTQKGNAT 180 

M I I I I I I I I I I I I I I I I I I I I I I I I II I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

HRSCPPGFGWQAGTPERNTVCKRCPDGFFSNETSSKAPCRKHTNCSVFGLLLTQKGNAT 180 


II I I I I I I I I I I I I I I I I I I I I I I I I I I I II I II I I I I I I I I I I I I I I I I I I I I I I I I I I 

HDNICSGNSESTQKCGIDVTLCEEAFFRFAVPTKFTPNWLSVLVDNLPGTKVNAESVERI 240 
KRQHSSQEQTFQLLKLWKHQNKDQDIVKKIIQDIDLCENSVQRHIGHANLTFEQLRSLME 300 

II I II I I I I I II I I I I I I I II I I I I I I I I I I | | | | | | I I I I I I I I I II I I I I I I I I I I I I 

KRQHSSQEQTFQLLKLWKHQNKDQDIVKKIIQDIDLCENSVQRHIGHANLTFEQLRSLME 300 


lllllllllllllllllllllllllllllllllllllllllllllllllllllllll 


VTQSLKKTIRFLHSFTMYKLYQKLFLEMIGNQVQSVKISCL 


II III IIIIIIIIMIIIII I III III I III 


401 

VTQSLKKTIRFLHSFTMYKLYQKLFLEMIGNQVQSVKISCL 401 

Accordingly, the ‘564 patent discloses an isolated protein having an amino acid sequence 
comprising the present application’s SEQ ID NO: 3. 

Furthermore, a chemical composition and its properties are inseparable. Therefore, the 
45 properties applicant discloses and/or claims, i.e. "having a molecular weight of about 60 KD, 
wherein said molecular weight is determined by SDS-PAGE under reducing conditions, and 
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wherein said protein inhibits differentiation or maturation of osteoclasts", are necessarily present 
in the ‘564 patent’s protein. 


Claim 5 is rejected under 35 U.S.C. 102(a) as being anticipated by WO 96/28546 in view 
5 of U. S. Patent No. 7,078,493 (‘493 patent). 

Applicant cannot rely upon the foreign priority papers to overcome this rejection because 
a translation of said papers has not been made of record in accordance with 37 CFR 1.55. See 
MPEP § 201.15. 

A 35 U.S.C. 102 rejection over multiple references has been held to be proper when the 
10 extra references are cited to: 

(A) Prove the primary reference contains an “enabled disclosure; ” 

(B) Explain the meaning of a term used in the primary reference; or 

(C) Show that a characteristic not disclosed in the reference is inherent. 

WO 96/28546 discloses a polypeptide having the amino acid sequence SEQ ID NO: 2 or 
15 having the amino acid sequence encoded by the cDNA in the deposited clone (page 10, full 
paragraph 1). The polypeptide is preferably provided in an isolated form (page 11, full 
paragraph 1). The cDNA is contained in ATCC Deposit No. 75899 (page 6, full paragraph 2). 

The amino acid sequence of WO 96/28546’s SEQ ID NO: 2 or the amino acid sequence 
encoded by the cDNA in ATCC Deposit No. 75899 is identical to the amino acid sequence of the 
20 present application’s SEQ ID NO: 3, as indicated below (Qy = SEQ ID NO: 3): 

Query Match 100.0%; Score 2200; DB 1; Length 401; 

Best Local Similarity 100.0%; Pred. No. 7.2e-184; 

Matches 401; Conservative 0; Mismatches 0; Indels 0; Gaps 0; 

25 Qy 1 MNKLLCCALVFLDISIKWTTQETFPPKYLHYDEETSHQLLCDKCPPGTYLKQHCTAKWKT 60 

I II 1 1 II 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 

Db 1 MNKLLCCALVFLDISIKWTTQETFPPKYLHYDEETSHQLLCDKCPPGTYLKQHCTAKWKT 60 
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Qy 61 VCAPCPDHYYTDSWHTSDECLYCSPVCKELQYVKQECNRTHNRVCECKEGRYLEIEFCLK 120 

II I I I I! I I II I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I ! I I I I I I I I I 

Db 61 VCAPCPDHYYTDSWHTSDECLYCSPVCKELQYVKQECNRTHNRVCECKEGRYLEIEFCLK 120 

Qy 121 HRSCPPGFGWQAGTPERNTVCKRCPDGFFSNETSSKAPCRKHTNCSVFGLLLTQKGNAT 180 

I M I I I I I II I I I I I II I I I I I I I I I I I | | I M I I I I I II I II I I I I I I I I I I I I I I I I I 

Db 121 HRSCPPGFGWQAGTPERNTVCKRCPDGFFSNETSSKAPCRKHTNCSVFGLLLTQKGNAT 180 

Qy 181 HDNICSGNSESTQKCGIDVTLCEEAFFRFAVPTKFTPNWLSVLVDNLPGTKVNAESVERI 240 

llllllllllllllllllllllllllllllllllllllllllllllllllllllllllll 

Db 181 HDNICSGNSESTQKCGIDVTLCEEAFFRFAVPTKFTPNWLSVLVDNLPGTKVNAESVERI 240 

Qy 241 KRQHSSQEQTFQLLKLWKHQNKDQDIVKKIIQDIDLCENSVQRHIGHANLTFEQLRSLME 300 

M I I I I I I I M I I I I I I I I I I I I I I I I I I I I I I I I I I II I I I I I I I I I I I I I I | | | | | | | 

Db 241 KRQHSSQEQTFQLLKLWKHQNKDQDIVKKIIQDIDLCENSVQRHIGHANLTFEQLRSLME 300 

Qy 301 SLPGKKVGAEDIEKTIKACKPSDQILKLLSLWRIKNGDQDTLKGLMHALKHSKTYHFPKT 360 

llllllllllllllllllllllllllllllllllllllllllllllllllllllllllll 

Db 301 SLPGKKVGAEDIEKTIKACKPSDQILKLLSLWRIKNGDQDTLKGLMHALKHSKTYHFPKT 360 

Qy 361 VTQSLKKTIRFLHSFTMYKLYQKLFLEMIGNQVQSVKISCL 401 

I I I I I I I I I I I I I I I I I II II II I I I I I I I I I I I I I I I I I I 

Db 361 VTQSLKKTIRFLHSFTMYKLYQKLFLEMIGNQVQSVKISCL 401 

The cDNA in ATCC Deposit No. 75899 contains an open reading frame encoding a 


polypeptide of 401 amino acid residues (SEQ ID NO: 2), as evidenced by the ‘493 patent 


(column 3, full paragraph 2). The ‘493 patent’s SEQ ID NO: 2 is also identical to SEQ ID NO: 3 


of the present application, as indicated below: 


30 


Query Match 100.0%; Score 2200; DB 20; Length 401; 

Best Local Similarity 100.0%; Pred. No. 7.2e-184; 

Matches 401; Conservative 0; Mismatches 0; Indels 0; Gaps 


0? 


35 

40 

45 


Qy 

1 

Db 

1 

Qy 

61 

Db 

61 

Qy 

121 

Db 

121 

Qy 

181 

Db 

181 

Qy 

241 

Db 

241 


MNKLLCCALVFLDISIKWTTQETFPPKYLHYDEETSHQLLCDKCPPGTYLKQHCTAKWKT 60 

I II I M I I I I I I I I I I I I I I I | I I I I I I I I | | || | | | | | | | | | | | | | | | | | | | | | | | | | | 

MNKLLCCALVFLDISIKWTTQETFPPKYLHYDEETSHQLLCDKCPPGTYLKQHCTAKWKT 60 
VCAPCPDHYYTDSWHTSDECLYCSPVCKELQYVKQECNRTHNRVCECKEGRYLEIEFCLK 120 

M I I I I M I I I I I I I I I I I I I I I I I I I I I I II | | | | | | | | | | | | | | | || | | | | | | | | | | | 

VCAPCPDHYYTDSWHTSDECLYCSPVCKELQYVKQECNRTHNRVCECKEGRYLEIEFCLK 120 
HRSCPPGFGWQAGTPERNTVCKRCPDGFFSNETSSKAPCRKHTNCSVFGLLLTQKGNAT 180 

I I I I I I I I I I I I I II I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I II 

HRSCPPGFGWQAGTPERNTVCKRCPDGFFSNETSSKAPCRKHTNCSVFGLLLTQKGNAT 180 
HDNICSGNSESTQKCGIDVTLCEEAFFRFAVPTKFTPNWLSVLVDNLPGTKVNAESVERI 240 

llllllllllllllllllllllllllllllllllllllllllllllllllllllllllll 

HDNICSGNSESTQKCGIDVTLCEEAFFRFAVPTKFTPNWLSVLVDNLPGTKVNAESVERI 240 
KRQHSSQEQTFQLLKLWKHQNKDQDIVKKIIQDIDLCENSVQRHIGHANLTFEQLRSLME 300 

IIIIIIIIIIIIIMIMIIIIIIMIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIM 

KRQHSSQEQTFQLLKLWKHQNKDQDIVKKIIQDIDLCENSVQRHIGHANLTFEQLRSLME 300 


50 
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Qy 301 SLPGKKVGAEDIEKTIKACKPSDQILKLLSLWRIKNGDQDTLKGLMHALKHSKTYHFPKT 360 

Ill Ml MINIM MM! II MMI Ml II I I 

Db 301 SLPGKKVGAEDIEKTIKACKPSDQILKLLSLWRIKNGDQDTLKGLMHALKHSKTYHFPKT 360 

Qy 361 VTQSLKKTIRFLHSFTMYKLYQKLFLEMIGNQVQSVKISCL 401 

1 1 1 1 II 1 1 1 1 1 II II 1 1 1 1 1 1 1 1 1 II I M 1 1 1 1 1 1 ! 1 1 1 1 1 

Db 361 VTQSLKKTIRFLHSFTMYKLYQKLFLEMIGNQVQSVKISCL 401 

Accordingly, WO 96/28546 discloses an isolated protein having an amino acid sequence 
comprising the present application’s SEQ ID NO: 3. 

Furthermore, a chemical composition and its properties are inseparable. Therefore, the 
properties applicant discloses and/or claims, i.e. "having a molecular weight of about 60 KD, 
wherein said molecular weight is determined by SDS-PAGE under reducing conditions, and 
wherein said protein inhibits differentiation or maturation of osteoclasts", are necessarily present 
in the WO 96/2 8546’ s protein. 

Conclusion 


Claims 1, 2 and 6 are allowable. 


Any inquiry concerning this communication or earlier communications from the examiner should be directed to 
David S. Romeo whose telephone number is (571 ) 272-0890. T he examiner can normally be reached on Monday through 
Friday from 9:00 a.m. to 5:30 p.m. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brenda Brumback, can be reached on (571 ) 272-0961 . 

If submitting official correspondence by fax, Applicants are encouraged to submit official correspondence to 
THE CENTRAL FAX NUMBER FOR OFFICIAL CORRESPONDENCE, WHICH IS (571 ) 273-8300. 

Customers are also advised to use Certificate of Facsimile procedures when submitting a reply to a non-final 
or final Office action by facsimile (see 37 CFR 1 .6 and 1 .8). 

Any inquiry of a general nature or relating to the status of this application or proceeding may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information for published applications may be 

OBTAINED FROM EITHER PRIVATE PAIR OR PUBLIC PAIR. STATUS INFORMATION FOR UNPUBLISHED APPLICATIONS IS AVAILABLE THROUGH 

Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free) for questions on access to the Private PAIR system, 



David Romeo 
Primary Examiner 
Art Unit 1647 


DSR 

April 10, 2007 



